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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1,11-15, 17-20, 30-35, 42, 43, 50 & 51 U.S.C. 103(a) as being as being 
unpatentable over Hawkins et al. (US Patent 6,247,000 B1, hereafter Hawkins). 
Re. Claims 1 & 35, Hawkins teaches or suggests a method and system means for 
reconciliation of fund manager and custodian account records (Definitions of Custodian 
- Col. 2, lines 52-56) - comprising: 

• receiving a first account record by a database electronically from one of an 
internal portfolio tracking system of a fund manager and a custody network of a 
custodian and receiving a second account record by the database from the other 
of the internal portfolio tracking system of the fund manager and the custody 
network of the custodian (account record — Col. 9, lines 18-20, Col. 34, line 20; 
first and second database — Col. 3, lines 27-28); 

• automatically comparing the account records by a computer application 
according to the predefined matching rules for at least one item of account data 
selected from a group of account data items consisting of account number, 
security identification units, unit cost, total cost, unit price, and total market value 
to identify one of matched and unmatched first and second account records 
(Col. 3, lines 59-62; Col. 8, lines 17-19; Col. 16, lines 49-52); and 

• if unmatched account records are identified in the comparison, generating a 
report of the comparison by the computer application identifying the unmatched 
account records accessible for display by the fund manager and the custodian, 
allowing a manual match of the unmatched account records on the database by 
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either one of the fund manager and the custodian, and storing an historical 
record of the manual match by the computer application accessible by either one 
of the other of the fund manager and the custodian (Reports — Fig's 14, 16, 19; 
Col. 8, lines 37-39; Col. 20, lines 34-37). 
Hawkins does not explicitly disclose allowing the fund manager and the custodian to 
predefine matching rules for the respective account records independently of one 
another. However, Hawkins discloses automatically matching financial transactions 
(Col. 1, II. 26-30), the matching of settlement instructions (Col. 1, II. 49-55); the 
interaction in financial transactions between fund managers and custodians (Col. 2, II. 
48-56); a system which prevents custodians from making changes to the settlement of 
securities traded for an institutions' account (a fund is an institutional trader) (Col. 3, II. 
27-31), the option for a user to view differences between the user*s transaction request 
and another user's match confirmation (Col. 4, II. 1-7), and the use of matching rules 
(Col. 23, II. 4-30). It would have been obvious for an ordinary practitioner of the art at 
the time of applicant's invention based on the disclosures of Hawkins to include the step 
of allowing the fund manager and the custodian to predefine matching rules for the 
respective account records independently of one another in order to develop an efficient 
automated system for reconciling securities account records between a securities 
custodian and a fund manager_(Hawkins, Col. 3, II. 53-56). 

Re. Claim 11 & 42, Hawkins discloses a method and system automatically comparing 
the account records further comprises uploading the account records to a database 
(Col. 2, lines 30-37). 

Re. Claim 12, Hawkins discloses a method wherein uploading the account records 

further comprises formatting the account records (Inherent). 

Re. Claim 13, Hawkins discloses a method wherein uploading the account records 

further comprises parsing the account records (Inherent); 

Re. Claim 14, Hawkins discloses a method of the method of claim 13, wherein 

uploading the account records further comprises validating the account records 

(Inherent). 

Re. Claims 15 & 43, Hawkins discloses a method wherein uploading the account 
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records further comprises uploading the account records according to a predefined 
schedule (Inherent). 

Re. Claim 17, Hawkins discloses a method wherein predefining the matching rules 
further comprises predefining available match groups for a fund manager and a 
custodian (Col. 8, line 17-19). 

Re. Claim 18, Hawkins discloses a method wherein predefining the matching rules 
further comprises predefining the matching rules for the account records for at least one 
of a position and a transaction (an inherent requirement of matching). 
Re. Claim 19, Hawkins discloses a method wherein predefining the matching rules 
further comprises predefining substantially similar matching rules for the account 
records for the position and transaction (Inherent to matching). 
Re. Claim 20, Hawkins discloses a method wherein predefining the matching rules 
further comprises predefining different matching rules for the account records for the 
position and transaction (Some data elements of account record data in a securities 
position is inherently different from account record data in a transactions record). 
Re. Claims 30, Hawkins discloses a method wherein displaying the report further 
comprises displaying the unmatched first and second account records simultaneously 
for either one of the fund manager and the custodian on a consolidated screen (An 
inherent feature available in Windows technology). 

Re. Claim 31, Hawkins discloses a method wherein displaying the report further 

comprises prompting either one of the fund manager and the custodian for entry of 

the manual match (Inherent to applicant's chosen computer technology). 

Re. Claims 32 & 50, Hawkins discloses a method and system wherein allowing the 

manual match further comprises programming the identifying of a reason for the manual 

match (Col. 34, lines 45-55). It is also obvious that records which do not satisfy 

automated matching criteria will need to be manually matched). 

Re. Claim 33, Hawkins discloses a method wherein identifying the reason further 

comprises storing a record of the reason for the manual match (An inherent feature of 

computer systehis, including the PC workstations and Windows operating systems 

chosen by applicant). 
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Re. Claims 34 & 51, Hawkins discloses a method and system means wherein storing 
the record further comprises allowing through preprogramming a retrieval of the record 
of the reason for the manual match (An inherent feature of computer systems, including 
the PC workstations and Windows operating systems chosen by applicant). 

2. Claims 2-4, 8, 10, 26, 39, 41, 46 & 49 are rejected under 35 U.S. C. 103(a) as 

being unpatentable over Hawkins in view of Harris (US Patent 5,517,406). 

Hawkins does not explicitly disclose: 

• Re. Claims 2, a method wherein receiving the account records further 
comprises receiving the first and second account records for one of a position 
and a transaction. 

• Re. Claim 3, a method wherein receiving the account records for the 
position further comprises receiving the first and second account records for 
one of a securities position and a cash position. 

• Re. Claim 4, a method wherein receiving the account records for the 
transaction further comprises receiving the first 'and second account records for 
one of a securities transaction and cash transaction. 

• Re. Claims 8 & 39, a method and system wherein receiving the account 
record electronically via the interface to the custody network of the custodian 
further comprises receiving the account record electronically via a proprietary 
financial network. 

• Re. Claims 10 & 41, a method and system means wherein receiving the 
account records by the database further comprises receiving the account 
records by a service bureau database. 

• Re. Claims 26, a method wherein generating the report further comprises 
allowing at least one of the fund manager and the custodian to download the 
report in a file. 
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• Re. Claims 46, a method and system means wherein generating the 
report further comprises displaying the report for a user on a terminal. 

• Re. Clainfi 49, a system wherein the computer application is further adapted 
for displaying the unmatched first and second account records simultaneously 
for the user on a consolidated display at the terminal. 

However, Harris discloses: 

• Re. Claims 2, a method wherein receiving the account records further 

comprises receiving the first and second account records for one of a position 
and a transaction (Title; Col. 2, line 45; Col. 3, lines 510). 

• Re. Claim 3, a method wherein receiving the account records for the 
position further comprises receiving the first and second account records for 
one of a securities position and a cash position (Re. Securities: Col. 6, lines 
5-8; Re. Cash: It is well known that Cash is a component of most investor 
accounts). 

• Re, Claim 4, a method wherein receiving the account records for the transaction 
further comprises receiving the first and second account records for one of a 
securities transaction and cash transaction (Re. Securities Transactions: Col. 6, 
line 7; Col. 5, lines 46-52; Re. Cash: It is well known that Cash is a component 
of most investor accounts). 

• Re. Claims 8 & 39, a method and system means wherein receiving the 
account record electronically via the interface to the custody network of the 
custodian further comprises receiving the account record 

electronically via a proprietary financial network (Col. 5 line 62 - Col. 6, line 16). 

• Re. Claims 10 & 41, a method and system means wherein receiving the 
account records by the database further comprises receiving the account 
records by a service bureau database (Hawkins, Col. 2, lines 30-37; Harris, 
Abstract). 

• Re. Claim 26, a method wherein generating the report further comprises 
allowing a user to download the report in a file (Col. 14, lines 11-16). 
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• Re, Claims 46, a method and system means wherein generating the report 
further comprises displayinjg the report for a user on a terminal (Hawkins, Col. 8, 
lines 48-56). 

• Re. Claim 49, a system wherein the computer application is further adapted for 
displaying the unmatched first and second account records simultaneously for 
the user on a consolidated display at the terminal (Inherent to applicant's 
chosen computer technology). 

It would have been obvious for an ordinary practitioner of the art at the time of 
applicant's invention to combine the disclosures of Hawkins with those of Harris in 
order to develop an efficient automated system for reconciling account records in order 
to perform the required transactions in a timely, accurate and efficient manner and to 
correct inaccurate, incpmplete or otherwise incompatible data and reject such 
transaction records for correction (Harris, Col. 2, II. 34-39, 51-57). 

3. Claims 21 and 23 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Hawkins as applied to claim 1 above, and further in view of Josephson (US Patent 
5,689,579). 

Hawkins does not explicitly disclose: 

• Re. Claim 21, a method wherein predefining the matching rules further 
comprises predefining matching criteria in terms of a tolerance in at least 
one of percentage terms and nominal terms. 

• Re. Claim 23, a method wherein predefining the matching rules further 
comprises predefining the matching rules in terms of levels of match 
success. 

However, Josephson discloses: 

• Re. Claim 21, a method wherein predefining the matching rules further 
comprises predefining matching criteria in terms of a tolerance in at least one 
of percentage terms and nominal terms (Abstract; Col. 4, lines 9 - 66); 
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• Re. Claim 23, a method wherein predefining the matching rules further 
comprises predefining the matching rules in terms of levels of match 
success (Col. 4, lines 45-50). 
It would have been obvious for an ordinary practitioner of the art at the time of 
Applicant's invention to combine the disclosures of Hawkins with those of 
Josephson in order to develop an efficient automated system for reconciling account 
records in order to reduce the amount of labor intensive processes needed to 
perform reconciliation of electronically generated financial transactions (Josephson, 
Col. 3, II. 45-49). 

Response to Arguments 

4. Applicant's arguments filed October 14, 2004 have been fully considered but 
they are not persuasive. 
ARGUMENT A.: 

Re. claims 1 & 35: The examiner has failed to establish a prima facie case of 
obviousness" (p. 6, 1. 25). 

a) "Alleging that it would be obvious to modify Hawkins' method and system for 
matching brokers' orders and confirmations, the Examiner cites as the sole advantage 
(underlining added) "in order to develop an efficient automated system'. In view of this 
alleged advantage, the Examiner reasons that "it would have been obvious for an 
ordinary practitioner of the art... based on the disclosures of Hawkins to include the step 
of allowing the fund manager and the custodian to predefine matching rules for the 
respective account records independently of one another"' (p. 9, II. 18 - 24); 
AND, "... the Examiner's finding of a motivation to modify Hawkins rests on a generalized 
statement of an advantage without regard to the desirability or the feasibility of 
modifying Hawkins." (p. 9, 1. 27 - p. 10, 1. 2). 

RESPONSE: MPEP 2143.01 ,1. cites the following case law guidance for the 
examiner's identifying motivation for the ordinary practitioner to combine teachings from 
a plurality of references: 
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(1) "There are three possible sources for a motivation to combine references: the 
nature of the problem to be solved, the teachings of the prior art, and the knowledge of 
persons of ordinary skill in the art." 

(2) " The reason or motivation to modify the reference may often suggest what the 
inventor has done, but for a different purpose or to solve a different problem. It is not 
necessan/ that the prior art suggest the combination to achieve the same advantage or 
result discovered by applicant (underlining added) . In re Linter, 458 F.2d 1013, 

173 USPQ 560 (CCPA 1972). 

(3) 'Obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, 
or motivation to do so found either explicitly or implicitly in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art. " The test for an 
implicit showing is what the combined teachings, knowledge of one of ordinary skill in 
the art, and the nature of the problem to be solved as a whole would have suggested to 
those of ordinary skill in the art (underlining added). " In re Kotzab, 217 F.3d 1365, 1370, 
55 USPQ2d 1313, 1317 (Fed. Cir. 2000)'. 

(4) In this case, the examiner repeats above the rejection statement contained in the 
last Office Action the statement in the rejection of claims 1 and 35 as follows: "Hawkins 
discloses automatically matching financial transactions (Col. 1, II. 26-30), the matching 
of settlement instructions (Col. 1, II. 49-55); the interaction in financial transactions 
between fund managers and custodians (Col. 2, II. 48-56); a system which prevents 
custodians from making changes to the settlement of securities traded for an 
institutions' account (a fund is an institutional trader) (Col. 3, II. 27-31), the option for a 
user to view differences between the user's transaction request and another user's 
match confirmation (Col. 4, II. 1-7), and the use of matching rules (Col. 23, II. 4-30). It 
would have been obvious for an ordinary practitioner of the art at the time of applicants 
invention based on the disclosures of Hawkins to include the step of allowing the fund 
manager and the custodian to predefine matching rules for the respective account 
records independently of one another in order to develop an efficient automated system 
for reconciling securities account records between a securities custodian and a fund 
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manager (Hawkins, Col. 3, II. 53-56)." The examiner does not find this to be a rationale 
based on a " sole advantage ", but rather an obviousness to combine rationale which is 
follow the case law guidelines cited in the MPEP. 

b) "the Examiner's reasoning represents a case of impermissible hindsight 
reconstruction (p. 9, 11. 26-27). 

RESPONSE: 

Hawkins is a teaching in the closely analogous art of matching order routing of 
securities and other instrument types, and for matching other transactions on a post- 
execution basis (Abstract, II. 3-5). Applicant's invention "relates to automated 
reconciliation of investment manager and related custody accounts, and in particular to 
a system and method for centralized automated reconciliation of those accounts" 
(Specification, p. 1, II. 10-12).The examiner has determined on the basis of the rationale 
given in the rejection that the selected portions of Hawkins' teachings taught or 
suggested the claimed limitations of independent claims 1 and 35 to one of ordinary skill 
in the art at the time of Applicant's invention. As courts have opined, "... it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the applicant's disclosure 
(underlining added), such a reconstruction is proper. See In re McLaughlin, 443 F.2d 
1392, 170 USPQ 209 (CCPA 1971). 

c) "The Examiner's assertion pertaining to the advantage of modifying Hawkins' broker 
order and confirmation matching system to include comparing account records according 
to predefined matching rules which a fund manager and a custodian are allowed to 
predefine independently of one another as recited in claims 1 and 35, advanced by the 
Examiner for the purpose of showing motivation for the proposed modification, is set 
forth without any supporting citations to relevant portions of either Hawkins or any other 
authority." (p. 10, II. 3-9). 
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RESPONSE: 

The examiner has included the following six citations in support of the examiner's 
conclusion in the last Office Action and above in this Office Action that "It would have 
been obvious for an ordinary practitioner of the art at the time of applicant's invention 
based on the disclosures of Hawkins to include the step of allowing the fund manager 
and the custodian to predefine matching rules for the respective account records 
independently of one another in order to develop an efficient automated system for 
reconciling securities account records between a securities custodian and a fund 
manager (Hawkins. Col. 3, II. 53-56)".: 

• Hawkins discloses automatically matching financial transactions (Col. 1, II. 26- 
30), the matching of settlement instructions (Col. 1, II. 49-55); 

• the interaction in financial transactions between fund managers and custodians 
(Col. 2, II. 48-56); 

• a system which prevents custodians from making changes to the settlement of 
securities traded for an institutions' account (a fund is an institutional trader) (Col. 
3, 11.27-31), 

• the option for a user to view differences between the user's transaction request 
and another user's match confirmation (Col. 4, II. 1-7), and 

• the use of matching rules (Col. 23, II. 4-30). 

Consequently, the examiner has given a multiplicity of reasons to support his conclusion 
of obviousness to an ordinary practitioner of the art at the time of Applicant's invention, 
had the practitioner had the Hawkins reference before him at that time. 

d) "... the Examiner has not identified in the record any source of information — either 
from the references cited or othenA^ise — from which the Examiner bases his assertion of 
advantage." (p. 10, II. 13-16). 

RESPONSE: MPEP 2145, III. presents the following guidelines for the examiner: "The 
test for obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference.... Rather, the test is what the 
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combined teachings of those references would have suggested to those of ordinary skill 
in the art." In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). See also 
Ir) re Sneed, 710 F.2d 1544, 1550, 218 USPQ 385, 389 (Fed. Cir. 1983) ni]t is not 
necessary that the inventions of the references be physically combinable to render 
obvious the invention under review."); and In re Nievelt, 482 F.2d 965, 179 USPQ 224, 
226 (CCPA 1973) ("Combining the teachings of references does not involve an ability to 
combine their specific structures."). In this case, the examiner has used his judgment of 
what one of ordinary skill in the art would have seen as obvious had he had the 
Hawkins teaching before him at the tine of Applicant's invention. The burden of proof is 
on Applicant to prove othenA/ise. 

e) "the modification of Hawkins proposed by the Examiner would render the Hawkins 
method and system for matching broker's orders and confirmations unsatisfactory for its 
intended purpose." (p. 10, II. 17 - 19). 

"It is readily apparent that the Examiner's proposed modification of Hawkins to allow 
the originating and executing brokers to predefine the matching rules independently 
of one another, as recited in claims 1 and 35, would render Hawkins' broker order 
and confirmation matching system completely inoperable for its intended purpose." 
(p. 11, II. 10-14). 

RESPONSE: MPEP 2145, III contains the following court guideline for combining 
references: "The test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference.... 
Rather, the test is what the combined teachings of those references would have 
suggested to those of ordinary skill in the art." In re Keller, 642 F.2d 413, 425, 208 
USPQ 871, 881 (CCPA 1981). See also In re Sneed, 710 F.2d 1544, 1550, 218 USPQ 
385, 389 (Fed. Cir. 1983) ("[l]t is not necessary that the inventions of the references be 
physically combinable to render obvious the invention under review."); and In re Nievelt 
482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973) ("Combining the teachings of 
references does not involve an ability to combine their specific structures."). 
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Consequently, obviousness combination by an ordinary practitioner is not about literally 
force fitting a complex invention with modifications which a practitioner sees as 
necessary for adapting that teaching to the solution of a different problem. Rather it is 
about taking the teaching elements from the prior art which solve his problem and 
adapting them to form another invention which he sees as obvious from the prior art. In 
this case, the examiner has determined that the ordinary practitioner of the art would 
have seen it as obvious to combine the select features of Hawkins noted in the above 
rejection of claims 1 and 35 with his own ordinary knowledge of the art, motivated as 
discussed above, to produce Applicant's invention of a method and system means for 
reconciliation of fund manager and custodian account records at the time of Applicant's 
invention. The ordinary practitioner would have readily seen in Hawkins' teaching from 
the specific teachings cited above how to modify the Hawkins' teaching of securities 
account records in a brokerage environment to the securities account record 
reconciliation of fund manager and custodian accounts because the basic task is the 
same, the reconciling of two sets of securities account records. 

CONCLUSION: 

1) MPEP 2142, ESTABLISHING A PRIMA FACIE CASE OF OBVIOUSNESS: 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. The teaching or suggestion to 
make the claimed combination and the reasonable expectation of success must both be 
found in the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 
488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

The initial burden is on the examiner to provide some suggestion of the 
desirability of doing what the inventor has done. "To support the conclusion that the 
claimed invention is directed to obvious subject matter, either the references must 
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expressly or impliedly suggest the claimed invention or the examiner must present a 
convincing line of reasoning as to why the artisan would have found the claimed 
invention to have been obvious in light of the teachings of the references." Ex parte 
Clapp, 227 USPQ 972, 973 (Bd. Pat. App. & Inter. 1985). 

2) Prima facie case of obviousness: On the basiis of Applicants arguments 
supporting the general argument that the examiner has not established a proper pnma 
facie case of obviousness in the rejections of independent claims 1 and 35, and the 
responses above, the examiner concludes that the prima facie case of obviousness in 
the rejections of independent claims 1 and 35 has been properly established. 

3) BURDEN SHIFTS TO APPLICANT: "[T]he PTO can require an applicant to prove 
that the prior art products do not necessarily or inherently possess the characteristics of 
his [or her] claimed product. Whether the rejection is based on inherency' under 35 
U.S.C. 102, on prima facie obviousness' under 35 U.S.C. 103, jointly or alternatively, 
the burden of proof is the same... [footnote omitted]." The burden of proof is similar to 
that required with respect to product-by-process claims. In re Fitzgerald, 619 F.2d 67, 
70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 
USPQ 430, 433-34 (CCPA 1977))." (MPEP § 2112.01). 

ARGUMENT B: 

Neither Harris nor Josephson cure the deficiencies of Hawkins regarding the 
obviousness rejections of independent claims 1 and 35. (p. 11, 1. 23 - p. 13, 1. 2). 
RESPONSE: Claims 1 and 35 have not been rejected on the basis of obviousness 
combination of Harris and/or Josephson with Hawkins (as stated supra, and in prior 
Office Actions). 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 



Application/Control Number: 09/535,877 
Art Unit: 3628 



Page 15 



A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Siegfried Chencinski whose telephone number is 571- 
272-6792. The Examiner can normally be reached Monday through Friday, 9am to 6pm. 
If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Hyung S. Sough, can be reached on (571) 272-6799. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks, Washington D,C, 20231 
or faxed to: 

(703)872-9306 [Official communications; including After Final 
communications labeled "Box AF"] 

(571) 273-6792 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to the address found on the above 
USPTO web site in Alexandria, VA. 
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